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Sir: 


COMMUNICATION IN RESPONSE TO 
MARCH 25. 2004 OFFICE ACTION 


This Communication is submitted in response to the March 25, 2004 Office Action in 
connection with the above-identified patent application. A response to the Office Action 
is due June 25, 2004. Accordingly, this Communication is being timely filed. 
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FORMAL DRAWINGS 


The Office Action stated, “The drawing(s) filed on 05 February 2004 is/are: objected to 
by the Examiner.” (Office Action, page 1, box 10). Contrary to the assertion of the 
Office Action, applicant did not submit drawings on February 5, 2004 in connection with 
the subject application. Nevertheless, applicant submits herewith two sheets of formal 
drawings for Figures 1 and 2. The formal drawings submitted herewith do not raise an 
issue of new matter. 


CLAIMS ARE NOT INDEFINITE 


Claim 1 has been rejected under 35 U.S.C. §112, second paragraph, as allegedly being 
incomplete for omitting essential elements, such omission amounting to a gap between 
the elements. This rejection is respectfully traversed. 

Claim 1 recites, “A biologically active agent, wherein the agent is a compound of the 
formula ... or a pharmaceutically acceptable salt of the compound.” The agent is 
defined as the recited compound or a pharmaceutically acceptable salt thereof. 

The first ground of the rejection is based on the incorrect premise that an agent cannot be 
a compound. Thus the rejection stated: 

The omitted elements are: The exact make up of a “biologically active 
agent”. The claim defines the term agent as a compound, whereas it is 
meant as a composition. ... An agent cannot be a single compound. 

Office Action, page 2. As seen from the above-quoted passage, the rejection first 
presumes that an agent must be a composition and can never be a compound, and on that 
basis considers the claim to omit supposedly essential elements of the composition. To 
refute the rejection one need only correct the faulty premise. Contrary to the assumption 
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of the rejection, an agent can be a single compound. This is illustrated by the following 
dictionary definition: 

agent: 3. a. Hence in mod. Science : . . . any substance the presence of 

which produces phenomena .... 

1756 C. Lucas Ess. on Waters I. 81 Water is a most useful agent in 

chemistry. 

Oxford English Dictionary, 2d ed. (1989) (enclosed). As seen from the above-quoted 
definition, any substance the presence of which produces phenomena is an agent in the 
scientific sense. Because single compounds are undeniably substances and because some 
single compounds can produce phenomena, the definition of “agent” encompasses single 
compounds. Water (i.e. H 2 O), which is a single compound, is given as an example of 
such an agent. Accordingly because an agent need not be a composition, claim 1 omits 
no essential elements. 

The second ground of the rejection is that the claim does not adequately define the term 
“biologically active”. Thus, the rejection stated, “Also, the claim remains silent for 
definite and exact meaning of ‘biological activity’”. (Office Action, page 2). Applicant 
submits that the person of ordinary skill in the art would have had no difficulty 
determining whether a given compound is within the scope of the claim. Section 1 12, 
second paragraph, requires nothing more. Exxon Res. & Eng'g Co. v. United States . 265 
F.3d 1371, 1375 (Fed. Cir. 2001), citing Miles Labs.. Inc, v. Shandon. Inc. . 997 F.2d 870, 
875, 27 U.S.P.Q.2D (BNA) 1 123, 1 126 (Fed. Cir. 1993). In view of the foregoing, 
applicant respectfully submits that the rejection under Section 1 12, second paragraph, is 
improper and should be withdrawn. 



